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DETAILED ACTION 

1 . This Office Action acknowledges the applicant's amendment submitted 23 
September 2005. Claims 1-23 are pending in the application. Claim 23 is new to the 
application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Objections 

3. Claim 3 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 3 attempts to 
broaden the scope of the base claim by using the terminology "means for removably 
securing said article to a surface", which is broader in scope than the fastener. 

Claim Rejections ■ 35 USC § 102 

4. Claims 1-4, 8, and 18-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kaufman et al (US 2,809,004; hereinafter Kaufman). 

Claim 1: Kaufman discloses an article 28 with a base 11, a first and second arm 
20 biased as claimed, and a fastener 12. The distal ends of the arms of Kaufman are 



Application/Control Number: 10/676,009 Page 3 

Art Unit: 3728 

curved as claimed. Connection points 14 and 16 are not movable relative to one 
another. 

Claim 2: Kaufman discloses the claimed S-shape. 

Claim 3: fastener 12 constitutes a means for securing. 

Claim 4: article 28 is made from a single unit of material. 

Claim 8: insofar as the device is not positively claimed, Kaufman is capable of 
holding an electronic device. 

Claim 18: Kaufman discloses an article 28 with a base 11, a first and second 
arm 20 biased as claimed, and a means for removably securing 12. The distal ends of 
the arms of Kaufman are curved as claimed. Connection points 14 and 16 are not 
movable relative to one another. 

Claim 19: Kaufman discloses the claimed S-shape. 

Claim 20: article 28 is made from a single unit of material. 

5. Claim 23 is rejected under 35 U.S.C. 102(b) as being anticipated by Naylor (US 
5,678,204). 

Naylor discloses an article 10 (see Figures 1-6) comprising a base 14, a first arm 
20, and a second arm 22. The arms of Naylor are shaped and biased as claimed. 
Although not disclosed by the reference, article 10 of Naylor is capable of receiving and 
holding an electronic device as claimed. 
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Claim Rejections - 35 USC § 103 

6. Claims 5-7, 21 , and 22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Kaufman in view of Trumbull (US 4,991,801). 

Kaufman, as applied to claims 1 and 18 above, discloses the claimed invention 
except for the coating. 

Trumbull teaches coating a holding article for electrical insulation (Col. 3, lines 8- 
10). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the article of Kaufman with a coating as taught by 
Trumbull in order to electrically insulate the article. Such a coating provides both a 
friction-increasing surface and a scratch resistant substance. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaufman 
in view of Krillenberger (US 5,307,543). 

Kaufman, as applied to claim 1 above, discloses the claimed invention except for 
the reinforcement ribs. 

Krillenberger teaches reinforcement ribs 20 & 22 used to stiffen the area around 
aperture 18 against bending (Col. 2, lines 30-35). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the article of 
Kaufman with ribs as taught by Krillenberger in order to stiffen the areas around the 
fasteners. 
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8. Claims 10-13, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Errichiello (US 4,306,737) in view of Genzel (US 5,140,723). 

Claim 10: Errichiello discloses a notebook 10 with an article (clip formed by 
52/54) for holding a device having a first arm 52 and second arm 54 biased toward each 
other. Errichiello merely lacks the express disclosure of a base. 

Genzel teaches a separable base 10 with attached arms 12 for separation of the 
clip and attachment to an article of clothing. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the clips of 
Errichiello on a separable base as taught by Genzel in order to enable the removal of 
the clips with subsequent attachment to an article of clothing. Both Errichiello and 
Genzel disclose clips with arms connected to the base at points that are not movable 
relative to one another and it would have been obvious to retain this feature in the 
combination in order to retain the resilient clamping feature of the clips. 

Claims 11 and 12: Errichiello discloses the claimed curved S-like shape. 

Claim 13: Although Genzel discloses various materials for the base and arms, 
the reference anticipates each component made of plastic material, in which case it 
would have been obvious to integrally mold the holder from a single unit of material. 

Claim 16: The device is not positively claimed. Errichiello-Genzel is capable of 
retaining an unspecified electronic device (for example, a pen-shaped, laser pointer 
device). 
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9. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Errichiello-Genzel as applied to claim 10 above, and further in view of Corey (US 
5,059,051). 

Errichiello-Genzel merely lacks the coating. Corey teaches a coating 35 over 
retaining arms 12 for the purpose of damage prevention for the retained objects. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide the arms of Errichiello-Genzel with a coating as taught by Corey in 
order to limit damage potential to retained objects. 

10. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Errichiello-Genzel as applied to claim 10 above, and further in view of Krillenberger (US 
5,307,543). 

Errichiello-Genzel discloses the claimed invention except for the reinforcement 

ribs. 

Krillenberger teaches reinforcement ribs 20 & 22 used to stiffen the base against 
bending (Col. 2, lines 30-35). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the article of Errichiello-Genzel with 
ribs as taught by Krillenberger in order to stiffen the base against bending. 

Response to Arguments 

1 1 . Applicant's arguments filed 23 September 2005 have been fully considered but 
they are not persuasive. 
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12. In response to the applicant's arguments concerning Naylor, the terminology "for 
holding a device" is considered an intended use. The absence of a disclosure relating 
to the function does not defeat the finding of anticipation since it is well settled that the 
recitation of a new intended use for an old product does not make a claim to that old 
product patentable. In re Schneller, 44 USPQ 2d 1429 (Fed Cir. 1997); In re Spada, 15 
USPQ 2d 1655 (Fed. Cir. 1990); and In re Benner, 82 USPQ 49 (CCPA 1949). 

Conclusion 

13. As the examiner presents new grounds of rejection, this action is made NON- 
FINAL. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Pickett whose telephone number is 571-272- 
4560. The examiner can normally be reached on Mon-Fri, 1 1 :30 AM - 8:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on 571-272-4562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Greg Pickett 
Examiner 

23 December 2005 
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